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The Group and/or Art Unit location of your application in 
the PTO has changed. To aid in correlating any papers for this 
application, all further correspondence regarding this 
application should be directed to Group Art Unit 188. 

In view of the papers filed 5/10/90 under 37 CFR 1.48(b), it 
has been found that this application, as filed, through error and 
without any deceptive intent, improperly set forth the 
inventorship, and accordingly, this application has been 
corrected in compliance with 37 C.F.R. § 1.48. The inventorship 
of this application has been changed by deleting Frances C. 
Lavwyer as an inventor. 

The following is a quotation of the first paragraph of 35 
U.S.C. § 112: 

The specification shall contain a written description of the 
invention, and of the manner and process of making and using 
it, in such full, clear, concise, and exact terms as to 
enable any person skilled in the art to which it pertains, 
or with which it is most nearly connected, to make and use 
the same and shall set forth the best mode contemplated by 
the inventor of carrying out his invention. 

The specification is objected to under 35 U.S.C. § 112, 
first paragraph, as the specification, as originally filed, does 
not provide support for the invention as is now claimed. 

The specification fails to support the detergent being 
present in an amount of 0.1% to 1.0% as required by claim 56. 
While there is disclosure of 0.1% to 0.5% for one or more 
detergents and original claims 38 and 39 require two detergents, 
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this does not support that 1.0% was to an upper limit. When 
two detergents are used, the amount could have been double any 
amount below 05.% rather than double the upper limit of 0.5%. 
Moreover, when a plurality of detergents are used, the amount 
could be the same as when only one detergent is used. 

The specification further fails to support a reaction 
mixture as an invention as required by claim 62. While a mixture 
as claimed may be formed when a reaction is carried out, this 
mixture exists only for a moment since the reaction begins as 
soon as the mixture is formed. There is inadequate support for a 
mixture that exists momentarily during a reaction as part of the 
invention . 

Claims 56-62 are rejected under 35 U.S.C. § 112, first 
paragraph, for the reasons set forth in the objection to the 
specification. 

Claims 1, 35-39 and 53-62 are rejected under 35 U.S.C. 
§ 112, first paragraph, as the disclosure is enabling only for 
claims limited to a buffer which contains substances in addition 
to the detergent as disclosed in the preferred embodiment. There 
is inadequate support that : a detergent will 

provide an operable buffer. See M.P.E.P. §§ 706.03(n) and 
706.03(z) . 

Claims 38 and 37-62 are rejected under 35 U.S.C. § 112, 
second paragraph, as being indefinite for failing to particularly 
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point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Claim 38 is unclear in not having a comma after "phenol" 
(line 2). Additionally, it is unclear as to how lauJ/.ylethers 
(line 3) relate to the previous ethers and other substances 
required by reciting "and" before laurylethers . Claim 57 is 
unclear in reciting " Thermus species" since " Thermus " is a genus. 
To be clear in claims 58-61, the complete name of the species 
should be recited. Claim 62 is confusing in requiring a reaction 
mixture since such a mixture would be undergoing reaction and 
would exist as such only for an instant. 

Claim 62 is rejected under 35 U.S.C. § 112, fourth 
paragraph, as being of improper dependent form for failing to 
further limit the subject matter of a previous claim. 

The reaction mixture does not further limit the composition 
of claim 1. 

The following is a quotation of the appropriate paragraphs 
of 35 U.S.C. § 102 that form the basis for the rejections under 
this section made in this Office action: 

A person shall be entitled to a patent unless — 
(a) the invention was known or used by others in this 
country, or patented or described in a printed publication 
In this or a foreign country, before the invention thereof 
by the applicant for a patent. 

Claims 1, 35-39 and 53-59 are rejected undGr 35 U.S.C. 
§ 102(a) as being anticipated by the MBR product information 
referred to in the last paragraph of the letter of Staple of 
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6/9/87 (copy supplied of information sheet entitled "DNA 
Polymorase" ) . 

Applicants assert that the storage buffer a4 the product of 
MBR resulted from information provided by applicants* However, 
MBR state in a Smyczek communication of 7/13/87 that the MBR 
product was developed independent of the information provided by 
applicants. The communication further indicates (page 5) that 
using a detergent in the buffer is obvious since it was available 
because of previous use, and that it is not essential for 
stabilization . 

The following is a quotation of 35 U.S.C. § 103 which forms 
the basis for all obviousness rejections set forth in this Office 
action: 

A patent may not be obtained though the invention is not 
identically disclosed or described as set forth in section 
102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that 
the subject matter as a whole would have been obvious at the 
time the invention was made to a person having ordinary 
skill .in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which 
the invention was made. 

Subject matter developed by another person, which qualifies 
as prior art only under subsection (f) or (g) of section 102 
of this title, shall not preclude patentability under this 
section where the subject matter and the claimed invention 
were, at the time the invention was made, owned by the same 
person or subject to an obligation of assignment to the same 



This application currently names joint inventors. Tn 
considering patentability of the claims under 35 U.S.C. § 103, 
the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered 
therein were made absent any evidence to the contrary. Applicant 
is advised of the obligation under 37 C.F.R. § 1.56 to point out- 
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the inventor and invention dates of each claim that was not 
commonly owned at the time a later invention was made in order 
for the examiner to consider the applicability of potential 35 
U.S.C. § 102(f) or (g) prior art under 35 U.S.C. § 103. 

Claims 40, 41 and 60-62 are rejected under 35 U.S.C. § 103 
as being unpatentable over the product information of MBR 
(referred to above) . 

It would have been a matter of obvious choice and depend on 
individual preference and convenience to vary somewhat the pH 
and/or concentration of the buffer composition of MBR and/or use 
a species of Thermus other than aquaticus disclosed by MBR known 
to produce polymerase as a source of the polymerase. Using the 
polymerase product of MBR in a reaction mixture as required by 
claim 62 would have been obvious since polymerase is normally 
reacted in such a mixture. 

Claims 1, 35-41, 53-59 and 62 are rejected under 35 U.S.C. 
§ 103 as being unpatentable over Kaledin et al (1980) (disclosure 
statement) in view of Goff and if necessary in further view of 
Feller et al or Spiegelman . 

in* 

It would have been obvious to s tore/polymerase of Kaledin et 
al in a buffer containing a nonionic detergent in view of Goff et 
al disclosing (col 8, line 24) that a nonionic detergent is 
required in recovering this enzyme and if needed in further view 
of Feller et al (col 5, line 7) or Spiegelman (col 6, line 25) 
disclosing use of a detergent-containing buffer in relation to 
this type of enzyme. 
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Claims 60 and 61 are rejected under 35 IJ.S.C. § 103 as being 
unpatentable over the references as applied to claims 1, 35-41, 
53-59 and 62 above, and further in view of Kaledin et al (1981) 
or Ruttimann et al (1985) (disclosure statement). 

When using a detergent-containing buffer for polymerase as 
set forth above, it would have been a matter of obvious choice to 
use polymerase from the microorganism disclosed by Kaled.in et al 
(1981) or Ruttimann et al (1985). 

Any inquiry concerning this communication should be directed 
to Examiner Naff at telephone number (703) 557-2061. 
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